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September 18, 2024 

The Honorable Richard J. Durbin 
Chairman 
Committee on the Judiciary  
United States Senate  
Washington, DC 20510 

The Honorable Lindsey O. Graham 
Ranking Member 
Committee on the Judiciary 
United States Senate 
Washington, DC 20510  

Dear Chairman Durbin and Ranking Member Graham: 
 

We are 17 academics who study and write about patent law.  We are writing to urge you to oppose 
the Patent Eligibility Restoration Act (“PERA”), S. 2140, which the Judiciary Committee has listed for mark 
up. Specifically, PERA is premature for this Committee’s consideration and as written would be harmful to 
patent jurisprudence and innovation for at least the following reasons: 
 

• PERA would overturn centuries of jurisprudence that prevents patent law from effectively 
restricting the public domain of science, nature, and abstract ideas that benefits all of society.  
It would do so by permitting patents on claims of invention that uncreatively apply categorically 
ineligible discoveries of science, nature, and abstract ideas.  If such discoveries should not be eligible 
“as such” because they should be “free for all” and remain in the public domain, there is no 
“invention” in the uncreative applications of those ineligible discoveries.  Allowing such claims to 
be treated as “inventions” would harm rather than promote the progress of science and technology. 
 

• PERA will not solve the wrongly alleged problems of uncertainty regarding what constitutes 
a patent-eligible “invention.”  PERA is not needed, because patent eligible subject matter doctrine 
is no more uncertain in application than any other area of patent law.  Claims of uncertainty regarding 
judicial application are not grounded in actual empirical evidence or fail to account for improper 
guidance (later revised) from the Patent Office.  Eligibility determinations remain predictable to 
sophisticated patent practitioners.  If there is any “uncertainty” problem, it can be addressed by better 
guidance, more training, and more time for examination, rather than by changing eligibility doctrine. 

 
• Rather, PERA will increase such uncertainty, generate wasteful litigation, and cause extensive 

harms in a wide range of fields. PERA is poorly drafted, and would generate needless, extensive 
litigation over the new terminology that it adopts.  Courts would need to make unguided decisions 
regarding when claims are drawn to excluded subject matter “as such.”  Courts would also have to 
distinguish whether subject matter is excluded as a process that is “substantially” economic, 
financial, business, social, cultural, or artistic (rather than technological).  In practice, the “as such” 
and “substantially” limitations would likely be construed in a very limited manner, overextending 
the patent system to protect non-technological advances, again contrary to centuries of established 
practice. In sum, PERA will harm scientific discovery, health care, and other important societal 
activities. 

 
PERA simply is not a good solution for any alleged problems regarding patent subject matter 

eligibility. We would be happy to work with the Committee to help to draft a reasonable and sensible bill to 
address any real problems that may be found to exist with eligibility doctrine, as well as to better educate 
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the judiciary, the Patent Office, and practitioners on the current state of the law and how to follow and apply 
it properly. As the bill is drafted, however, we urge you and the Committee not to move forward with it. 
 
Signed: (titles and affiliations for identification purposes only): 
 
Jeremy W. Bock 
Alan and Louise Fisch Professor of Law 
Tulane University Law School 
 
Michael A. Carrier 
Board of Governors Professor 
Rutgers Law School 
 
Jorge L. Contreras 
James T. Jensen Endowed Professor for Transactional Law 
Director, Program on Intellectual Property and Technology Law 
University of Utah S.J. Quinney College of Law 
 
Charles Duan 
Assistant Professor of Law 
American University Washington College of Law 
 
Roger Allan Ford 
Professor of Law 
University of New Hampshire Franklin Pierce School of Law 
 
Shubha Ghosh 
Crandall Melvin Professor of Law 
Director, IP & Technology Commercialization Law Curricular Program, Syracuse Intellectual Property 

Law Institute (SIPLI) 
Syracuse University College of Law 
 
Aaron Kesselheim 
Professor of Medicine 
Harvard Medical School 
 
Mark A. Lemley 
William H. Neukom Professor 
Stanford Law School 
Director, Stanford Program in Law, Science, and Technology 
Senior Fellow, Stanford Institute for Economic Policy Research 
Affiliated Professor, Stanford Symbolic Systems Program 
 
Yvette Joy Liebesman 
Professor of Law 
Saint Louis University School of Law 
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Phil Malone 
Professor of Law 
Director, Juelsgaard Intellectual Property and Innovation Clinic 
Stanford Law School 
 
Christopher J. Morten 
Associate Clinical Professor of Law 
Columbia Law School 
 
Sharon K. Sandeen 
Robins Kaplan LLP Distinguished Professor in Intellectual Property Law 
Mitchell Hamline School of Law 
 
Joshua D. Sarnoff 
Professor of Law 
DePaul University College of Law 
 
Michael S. Sinha 
Assistant Professor of Law 
Center for Health Law Studies 
Saint Louis University School of Law 
 
Katherine J. Strandburg 
Alfred Engelberg Professor of Law 
Faculty Director, Information Law Institute 
New York University School of Law 
 
S. Sean Tu 
Professor of Law 
West Virginia University 
 
Liza Vertinsky 
Professor of Law 
University of Maryland Francis King Carey School of Law 
 


